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DETAILED ACTION 

Claims 1-6 are pending. 

Priority 

The examiner recognizes applicant's right to an earlier effective filing date due to 
the current application being a continuation of Japanese application 2001-020404 filed 
on 1/29/2001. 

Specification 

The abstract of the disclosure is objected to because there appears to be some 
translation problems with the abstract which makes it difficult to follow at times. For 
instance, instead of "transmitting", the examiner believes applicant may have meant 
"transmitted". Correction is required. See MPEP § 608.01(b). 

The disclosure is objected to because of the following informalities: Like the 
abstract, the rest of the specification contains numerous translation errors which makes 
the specification difficult to follow at times or even incomprehensible at times. 
Applicant's cooperation is requested in clearing up translation errors found throughout 
the specification. 

Appropriate correction is required. 

Claim Objections 

Claims 1 and 4 are objected to because of the following informalities: 
1 . Line 7 of claim 1 and line 9 of claim 4 recites "a same as". The examiner believes 
applicant may have meant "the same as". 
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2. As per claims 3 and 6, step (e) recites, "to report electronic mail". The examiner 
believes applicant meant to recite "to a report electronic mail". 

3. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-6 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

1 . As per claim 1 , it is unclear how an electronic mail can be transmitting through a 
network. The examiner believes applicant may have meant "transmitted." 

2. Step (b) of claim 1 is awkwardly worded, rendering the meaning unclear. For 
example, it is unclear what the electronic mail indicates for the second address. 
Also, instead of "a same type of, perhaps applicant meant "of same type as". 

3. Claim 2 recites "the electronic mail detected in said step (a)". There is no 
electronic mail recited in step (a) of claim 1 that was detected. The examiner 
assumes applicant may have meant to just recite in claim 2: "reporting the mail 
virus detection in said step (a) to at least one predetermined report-to address." 

4. Claim 2 recites "the step of (c)" which lacks antecedent basis. Perhaps applicant 
meant "the step of: (c)". 
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5. Step (d) in claim 3 recites compressing the electronic mail detected in step (a). 
No mail being detected is mentioned in step (a). 

6. The last limitation of claim 3 is worded awkwardly, rending the meaning unclear. 
For example, from the way it is currently worded, it is unclear what does the 
attaching. 

7. Claims 4-6 are substantially similar to claims 1-3 and contain similar problems. 

8. Any claims not specifically addressed are rejected by virtue of dependency. 

9. Appropriate corrections are required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Leeds (US 2002/0016824) in view of Smithson et al (US 6,898,715). 
Claims 1 and 4: 

Leeds discloses the limitations of: 
(a) Determining whether or not a first address indicated by the electronic mail, i.e. 

the address in the "From" field, transmitted through the network is the same as a 

second address, i.e. an address in a database (p4, paragraph 37, lines 15-18). 
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(b) Suppressing sending other electronic mail being of same type as the electronic 
mail when said step (a) determines that the electronic mail indicates the second 
address (p4, paragraph 37, lines 18-21 and p4, paragraph 36, lines 19-22). 

Leeds does not disclose the determining in step (a) is for mail virus detection and 
that the electronic mail indicates the second address for the mail virus detection. 
However, Leeds's teachings are directed towards preventing delivery of unwanted 
emails, i.e. spam emails. The examiner asserts that virus emails are another type of 
unwanted emails known at the time applicant's invention was made and it was known in 
the art at the time applicant's invention was made to also prevent delivery of virus 
emails. The examiner further notes that it is known in the art for spam emails to contain 
viruses and viruses to send spam messages which contain copies of the virus. 

Smithson further discloses emails sent by computer viruses to propagate via the 
use of an email address book (col 6, line 66-col7, line 6). Smithson discloses 
determining done for mail virus detection (col 3, lines 47-51 and col 4, lines 24-27). 
Note that Smithson includes teachings directed towards preventing the spread of 
unwanted emails also, i.e. virus infected emails (col 6, line 66-col 7, lines 13). 

In light of the above, it would have been obvious to one of ordinary skill in the art 
at the time the applicant's invention was made to have modified Leeds's invention 
according to the limitations recited in claims 1 and 4. One of ordinary skill would have 
been motivated to do so as it would allow Leeds's invention to better prevent spread of 
spam messages generated by computer viruses. 
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Claims 2 and 5: 

Leeds does not explicitly disclose the step of: (c) reporting the mail virus 
detection in said step (a) to at least one predetermined report-to address. However, this 
limitation is obvious to the combination invention of Leeds and Smithson. 

Smithson discloses reporting the mail virus detection in said step (a) to at least 
one predetermined report-to address (col 3, lines 58-64 and col 6, lines 27-36). One of 
ordinary skill would have been motivated to combine Leeds and Smithson's teachings 
for the same reasons given in claims 1 and 4. 
Claims 3 and 6: 

Leeds does not explicitly disclose the steps of: 

(d) Compressing the electronic mail detected in said step (a). 

(e) Attaching the electronic mail compressing said step (d) to a report electronic mail 
for reporting the mail virus detection. 

Wherein said step (c) reports the mail virus detection by the sending 
report electronic mail attaching the electronic mail compressed in said 
step (d). 

However, the examiner notes that compressing electronic messages/mails 
before sending the message/mail was well known in the art at the time applicant's 
invention was made. It would have been obvious to one of ordinary skill in the art to first 
compress electronic mail before sending because it would allow the mail to be delivered 
faster and the mail to take up less storage space in the receiver's hard drive. 
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Further, Smithson discloses automatically sending computer files suspected of 
being infected with a computer virus to a repository so that they may be analyzed (col 3, 
lines 58-64 and col 6, lines 27-36). This reads on attaching the infected electronic mails 
to a report electronic mail for reporting the virus detection. 

In light of the above, it would have been obvious to one of ordinary skill in the art 
at the time the applicant's invention was made to have modified Leeds and Smithson's 
combination invention according to the limitations recited in claims 3 and 6. One of 
ordinary skill would have been motivated to send the electronic mail to report mail virus 
detection because that would allow an administrator to determine what type of virus was 
sent to determine countermeasures. One of ordinary skill would be motivated to 
compress the email before sending for the reasons given above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ponnoreay Pich whose telephone number is 571-272- 
7962. The examiner can normally be reached on 8:00am-4:30pm Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on 571-272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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